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DETAILED ACTION 

• Applicant's Amendment filed 1/30/2006 is acknowledged. 

• Copy of Fig. 2 has been received and is approved. 

• Claim 15 has been amended and the claim objection is withdrawn. 

• No claims have been added. 

• No claims have been canceled. 

• Claims 1-20 remain pending. 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1- 4, 6, 8-14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent No. 6,320,857 B1 ("Tonnby"). 

Regarding claim 1, 

Tonnby shows in Fig. 1 , telephony server 10 (gateway) is connected to the 
Internet access server 8 and to PSTN 3 and provides a telephony service (voice traffic) 
to users of the internet. Tonnby further discloses user A starts the telephony application 
1 1 and logs on to the telephony server and establishes an IP link 14A, 15 to the 
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telephony server 10 (protocol related conversion) (Col. 3, lines 64-67; claim 1 - 
performing physical and protocol-related conversion of the voice traffic relations by a 
gateway connected to the Internet and the telephone communication network). 

Tonnby discloses that when user A starts the telephony application 1 1 , and when 
the application logs on to the telephony server it passes user A's telephone number as 
well as the IP address of user A's computer to the telephony server. Tonnby further 
discloses that the telephony server now establishes a temporary relation between user 
A's telephony number and the IP address of user A's computer. Calls to user A's 
telephone number will be routed in the PSTN to the telephony server, and subsequently 
to user A's computer based upon the temporary relation between user A's telephone 
number and the IP address of user A's computer (Col. 4, lines 62-63, col. 5, lines 1-6, 
21-23, 32-35; claim 1 - setting a call diversion in the telephone communication network 
by one of a first telephone terminal before an Internet session or an associated Internet 
terminal during an Internet session, in such a manner that a connection setup for the 
voice traffic relation, initiated by a second telephone terminal to the telephone terminal, 
is diverted to the associated Internet terminal). 

3. Regarding claim 2, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby discloses that the telephony server activates the service "call forwarding" 
and indicates as call forwarding number the unique telephone number of the telephony 
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server (Col. 5, lines 9-12; claim 2 - a uniform call number is provided for the telephone 
and Internet terminals). 

4. Regarding claim 3, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby discloses that telephony server 10 of Fig. 1 is connected to the Internet 
access server 8 and to PSTN 3 and provides a telephony service to users of the 
Internet (Col. 3, lines 64-67; claim 3 - the voice traffic relation is implemented by a Voice 
over Internet function in the Internet). 

5. Regarding claim 4, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby discloses that the call forwarding service is activated by the telephony 
server (gateway) on behalf of an Internet user A by the telephony server using the 
known service called remote controlled call forwarding by having the telephony server 
send a request for forwarding of calls to the telephony server using a TCP/IP connection 
39 of Fig. 6. Tonnby further discloses that to activate and deactivate service the 
telephony server needs to signal a password to the PSTN/ISDN network for security 
reasons. Fig. 6 shows the signaling, by way of dashed lines, going through IP access 
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server 8 and telephony server 10 (gateway) that sets up the call forwarding (call 
diversion)(Col. 8, lines 20-29, 46-48; claim 4 - call diversion is set by the Internet 
terminal by signaling via the gateway to the telephone communication network, the 
signaling being converted in the gateway). 

6. Regarding claim 6, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby discloses a telephony server 10 (subscriber server) of Fig. 5, which 
comprises a central controller 27 that requests the PSTN network (telephone 
communication network) to activate and deactivate (signaling) the call forwarding 
service and provides connections to the IP access server (packet switching 
communication network) (Col. 7, lines 63-65, col. 7, lines 1-7; claim 5 - the call diversion 
is set by the Internet terminal by signaling via a subscriber server and a packet 
switching communication network connected to the former and the telephone 
communication network). 

7. Regarding claim 8, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby discloses that a telephony server 10 of Fig. 1 is connected to the Internet 
access server 8 and to PSTN 3 and provides a telephony service to users of the 



Application/Control Number: 09/937,602 Page 6 

Art Unit: 2616 

Internet (Col. 3, lines 64-67; claim 8 - a diverted connection setup for a voice traffic 
relation is switched to the relevant Internet terminal with the aid of the Voice over 
Internet function in the Internet). 

8. Regarding claim 9, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby discloses that the telephony server activates the service "call forwarding" 
and indicates as call forwarding number the unique telephone number of the telephony 
server. Tonnby further discloses that the telephony server, based upon the temporary 
relation between user A's (Fig. 1) telephone number and IP address of user A's 
computer, creates a relation between the incoming call and the IP address of user A's 
computer (Col. 5, lines 9-12, 21-25; claim 9 - a uniform destination cad number of the 
connection setup for a voice traffic relation, diverted into the Internet, is converted into 
an Internet-related Internet address by a call number server in the Internet). 

9. Regarding claim 10, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby shows in Fig. 1 , user B wants to speak with user A over the telephone 
and dials the telephone number to user A. PSTN detects that calls to A should be 
forwarded to the forwarding number and therefore redirects the call to the telephony 
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server. The telephony server receives an incoming call at a port 16. Accordingly a 
PSTN connection 17 is established to the telephony server. Next the telephony server, 
based upon the temporary relation between user A's telephone number and the IP 
address of user A's computer, creates a relation between the incoming call and the IP 
address of user A's computer (Col. 5, lines 15-25; claim 10 - the call diversion is set with 
the aid of a communication system-related call diversion routine in a communication 
system of the telephone communication network). 

10. Regarding claim 11, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby shows in Fig. 1 a modem 4, which is used by the telephony application to 
log on to the telephony server to pass user A's telephone number as well as the IP 
address of user A's computer to the telephony server. Tonnby discloses that the 
telephony server now establishes a temporary relation between user A's telephony 
number and the IP-address of user A's computer (Col. 5, lines 1-6; claim 11 - the call 
diversion is effected by one of the associated telephone terminal or the Internet terminal 
with the aid of a modem function before an Internet session of an Internet terminal). 

11. Regarding claim 12, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 
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Tonnby shows in Fig. 1 a modem 4 coupled to the PC 2 (Claim 12 - a modem 
function effecting the connection-set-up and the data transmission and representing a 
telephone terminal is associated with an Internet terminal implemented by a personal 
computer). 

12. Regarding claim 13, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby shows in Fig. 1 a modem 4 connected to both PC 2 and telephone 1 
(Claim 13 - the Internet terminal is implemented by a personal computer and is 
associated with a telephone terminal). 

13. Regarding claim 14, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby discloses user B of Fig. 1 wants to speak with user A over the telephone 
and dials the telephone number to user A. PSTN detects that calls to A should be 
forwarded to the forwarding number and therefore redirects the call to the telephony 
server (gateway) (Col. 5, lines 15-18; claim 14 - the connection set-up of a telephone 
terminal is diverted to the gateway due to the call diversion set). 



Claim Rejections - 35 USC § 103 
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14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. Claims 5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tonnby in view of U.S. Patent No. 6,757,274 B1 ("Bedingfield"). 

Regarding claim 5, 

Tonnby discloses a method that covers all the limitations of the parent 

claim. 

Tonnby discloses a telephony server 10 (subscriber server) of Fig. 5, which 
comprises a central controller 27 that requests the PSTN network (telephone 
communication network) to activate and deactivate (signaling) the call forwarding 
service and provides connections to the IP access server (Col. 7, lines 63-65, col. 7, 
lines 1-7; claim 5 - the call diversion is set by the Internet terminal by signaling via a 
subscriber server and the telephone communication network). 

Tonnby does not disclose that the intelligent communication network is 
connected to the subscriber server and the telephone communication network. 

Bedingfield discloses an Internet Call Notification system wherein the advanced 
intelligent network (AIN) 100 of Fig. 1 is interconnected via Signaling System #7 (SS7). 
A service switching point (SSP) 175 switches calls to and from the internet user 150 
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(Col. 3, lines 29-31, 46-48; claim 5 - intelligent communication network connected to 
the former (subscriber server) and the telephone communication network). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the call diversion configuration of Tonnby to 
include an advanced intelligent network as taught by Bedingfield so that the subscriber 
can receive the caller information such as names, street addresses, and telephone 
numbers (Col. 3, lines 63-65). One skilled in the art would have been motivated to 
combine Tonnby with Bedingfield (collectively Tonnby-Bedingfield") to generate the 
claimed invention with a reasonable expectation of success. 

16. Regarding claim 7, 

Tonnby-Bedingfield discloses a method that covers all the limitations of the 
parent claim. 

Tonnby-Bedingfield discloses that to activate the remote controlled call 
forwarding service the telephony server sends the above request for forwarding 
of calls to the telephony server using a TCP/IP connection 39 of Fig. 6 (Tonnby, col. 8, 
lines 26-29; claim 7 - the signaling between the respective Internet terminal and the 
subscriber server is implemented by Internet signaling). 

Tonnby-Bedingfield discloses that the service switching point (SSP) 175 of Fig. 1 
switches calls to and from the internet user 150. Tonnby-Bedingfield further discloses 
that the SSP 175 is communicatively coupled to an Advanced Intelligent Network 
Service Control Point (AIN SCP) 180 or similar SS7-compatible device (Bedingfield, col. 
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3, lines 46-53; claim 7 - the Internet signaling is converted into signaling in one of the 
intelligent communication network or packet switching communication network in the 
subscriber server). 

Tonnby-Bedingfield discloses that to the telephony server, it does not matter 
whether the telephones 1 , 6 of Fig. 1 are of analogous or digital type, because 
PSTN/ISDN will provide the proper type of signals to the telephones (Tonnby, col. 7, 
lines 22-25; claim 7 - signaling is adapted to the signaling in the telephone 
communication network). 

17. Claims 15-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tonnby in view of Bedingfield. 
Regarding claim 15, 

Tonnby shows in Fig. 1 , an IP access server 8, which acts as an Internet 
gateway between the PSTN and the Internet (Col. 3, lines 60-64; claim 15 - an access 
device configured for access from the telephone communication network to the 
Internet). 

Tonnby further shows in Fig. 1, telephony server 10 (gateway) is connected to 
the Internet access server 8 and to PSTN 3 and provides a telephony service (voice 
traffic) to users of the internet. Tonnby further discloses user A starts the telephony 
application 1 1 and logs on to the telephony server and establishes an IP link 14A, 15 to 
the telephony server 10 (procedural conversion) (Col. 3, lines 64-67; claim 15 - a 
gateway connected to the telephone communication network and the Internet for 
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physical and procedural conversion of voice traffic relations switched via the telephone 
communication network and the Internet). 

Tonnby does not disclose a signaling device provided in the Internet to set a call 
diversion in the telephone communication network for an Internet terminal which is 
coupled to the Internet via the telephone communication network. 

Bedingfield discloses that a service switching point ("SSP") 175 of Fig. 1 
switches calls to and from the internet user 150. The SSP 175 is communicatively 
coupled to an Advanced Intelligent Network Service Control Point ("AIN SCP") 180 or 
similar SS7-compatible device. The SSP 175 and AIN SCP 180 communicate via SS7 
messaging and TCAP queries. The AIN SCP 180 accesses one or more databases, 
including an Internet Call Notification ("ICN") database 190 and a caller information 
database 194. The AIN SCP stores information and accesses the ICN database 190 for 
ICN-related information. The caller information database contains information regarding 
individual callers, such as names, street addresses, and telephone numbers of 
subscribers and non-subscribers to the network. The user PC 200 (through the SSP 
175) and the AIN SCP 180 are both communicatively coupled to the internet 300 using 
Transmission Control Protocol/Internet Protocol (TCP/IP) networking (Col. 3, lines 46- 
67, col. 4, lines 1-2; claim 15 - a signaling device provided in the Internet to set a call 
diversion in the telephone communication network for an Internet terminal which is 
coupled to the Internet via the telephone communication network). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the VoIP system of Tonnby to include a SSP 
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and AIN SCP devices of Bedingfield so that industry standard SS7 messaging can be 
used to switch calls to and from the internet user (Col. 3, lines 46-48) . One skilled in 
the art would have been motivated to combine Tonnby with Bedingfield (collectively 
"Tonnby-Bedingfield") to generate the claimed invention with a reasonable expectation 
of success. 

18. Regarding claim 16, 

Tonnby-Bedingfield discloses a system that covers all the limitations of the 
parent claim. 

Tonnby-Bedingfield discloses a service switching point ("SSP") 175 of Fig. 1 
(subscriber server) that switches calls to and from the internet user 150 (Bedingfield, 
col. 3, lines 46-48; claim 16 - subscriber server configured for connection to the 
telephone communication network). Tonnby-Bedingfield further discloses that the user 
PC200 through the SSP 175 and the AIN SCP 180 are both communicatively coupled to 
the internet 300 using Transmission Control Protocol/Internet Protocol (TCP/IP) 
networking (Bedingfield, col. 3, lines 66-67, col. 4, lines 1-2; claim 16 - Via an intelligent 
network, Internet terminal configured to set a call diversion). See the rejection to claim 
15 concerning setting a call diversion in the telephone communication network by 
signaling. 



19. Regarding claim 17, 
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Tonnby-Bedingfield discloses a system that covers all the limitations of the 
parent claim. 

Tonnby-Bedingfield discloses that the authorized user will have calls, which are 
directed to the user's home telephone number, forwarded to the current location at 
which the user is having the Internet session (Tonnby, col. 3, lines 21-24, claim 17 - the 
signaling device for setting up a communication relation between an Internet terminal 
and the subscriber server are designed with web page orientation). 

20. Regarding claim 18, 

Tonnby-Bedingfield discloses a system that covers all the limitations of the 
parent claim. 

Tonnby-Bedingfield shows in Fig. 1, user B wants to speak with user A over the 
telephone and dials the telephone number to user A. PSTN detects that calls to A 
should be forwarded to the forwarding number and therefore redirects the call to the 
telephony server (call number server). The telephony server receives an incoming call 
at a port 16. Accordingly a PSTN connection 17 is established to the telephony server. 
Next the telephony server, based upon the temporary relation between user A's 
telephone number and the IP address of user A's computer, creates a relation between 
the incoming call and the IP address of user A's computer (Tonnby, col. 5, lines 15-25; 
claim 18 - call number server is provided for setting and storing Internet-related Internet 
addresses by which Internet terminals can be currently reached). 
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21 . Regarding claim 1 9, 

Tonnby-Bedingfield discloses a system that covers all the limitations of the 
parent claim. 

Tonnby-Bedingfield discloses that when establishing contact with the telephony 
server, the telephony application has to follow an authentication procedure, the purpose 
of which is to establish the identity of the user and the telephone number/telephone line 
from which the user is having the ongoing Internet session. As an example the 
telephony server prompts the user or the user's telephony application to give a 
password and the telephone number at which the Internet session takes place. User A 
can have the IP session from any telephone line connected to the PSTN, thus imparting 
mobility to user A, while calls to user As home telephone will be redirected to the site at 
which user A is having the Internet session (Tonnby, col. 8, lines 55-67; claim 19 - 
Internet addresses can be modified by a respective Internet terminal, as a result of 
which a call diversion to at least one of other Internet terminals, to a dialog device and a 
memory device is set). 

22. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tonnby 
in view of Bedingfield, and in further view of U.S. Patent No. 6,614,781 B1 ("Elliott"). 

Tonnby-Bedingfield discloses a system that covers all the limitations of the 
parent claim. 
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Tonnby-Bedingfield does not disclose that during an implementation of the 
Internet in accordance with the standard 1 1 .323, a gatekeeper is provided for the call 
control between the servers and the gateway and the access device. 

Elliott discloses that the H.323 standard provides a foundation for, for example, 
audio, video, and data communications across IP-based networks, including the 
Internet. By complying with the H.323 Recommendation, multimedia products and 
applications from multiple vendors can interoperate, allowing users to 
communicate without concern for compatibility. Elliott shows in Fig. 58A s a block 
diagram of the H.323 architecture for a network-based communications system 5800. 
H.323 defines four major components for network-based communications system 5800, 
including: terminals 5802, 5804 and 5810, gateways 5806, gatekeepers 5808, and 
multipoint control units 5812. Elliott further discloses that the gatekeeper 5808 is the 
most important component of an H.323 enabled network. It acts as the central point for 
all calls within its zone and provides call control services to registered endpoints. In 
many ways, an H.323 gatekeeper 5808 acts as a virtual switch (Col. 43, lines 35-41, 
col. 44, lines 1-6, 65-67, col. 45, lines 1-2; claim 20 - during an implementation of the 
Internet in accordance with the standard 1 1 .323, a gatekeeper is provided for the call 
control between the servers and the gateway and the access device). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the VoIP system of Tonnby to include a 
gatekeeper as disclosed by Elliott to comply with the H.323 standard and as to act as 
the central point for all calls within its zone and provides call control services to 
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registered endpoints (Elliott, col. 44, lines 66-67, col. 45, lines 1). One skilled in the art 
would have been motivated to combine Tonnby-Bedingfield with Elliott (collectively 
"Tonnby-Bedingfield-Elliott") to generate the claimed invention with a reasonable 
expectation of success. 

Response to Arguments 

23. Applicant's arguments filed 1/30/2006 have been fully considered but they are 
not persuasive. 

- In the Remarks on pgs. 9-10 of the Amendment, the Applicant contends that in 
the Tonnby reference, a telephony server has access to a public network and to the 
Internet access server, which is necessary for the call diversion, while in the present 
invention, there is no telephony server to automatically re-directed to a telephony server 
when the subscriber line is busy or occupied. Hence, any telephone of a PSTN or any 
telephone associated with an Internet terminal can set a call diversion in the telephone 
network. The Applicant contends, therefore, that claims 1 and 15 are patentable since 
the recited structure and method are not disclosed by the applied prior art (Tonnby). 

-In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., call diversion does not use a telephony server, just the telephone network in the 
PSTN) are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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The Examiner respectfully disagrees that the recited structure of claims 1 and 15 are 
not disclosed by Tonnby. Specifically, in claims 1 and 15, the Applicant claims a call 
diversion in the telephone communication network by one of a first telephone terminal. 
The above claims do not exclude the use of telephone server, nor is there a further 
limitation of what constitutes a telephone communication network. The Applicant seems 
to equate PSTN to be synonymous with the telephone communication network 
according to the numerous mention of PSTN in the Remarks. The Examiner does not 
agree with that contention. And since PSTN or anything suggesting a public telephone 
network, exclusive of a telephony server, was not mentioned in limitation of claims 1 
and 15, nor in any other claims, the Examiner broadly defined the telephone 
communication network to be more encompassing than just the PSTN. Thus, the 
Examiner contends that Tonnby discloses a method and structure for a call diversion 
initiated by subscriber A (claimed first telephone terminal) by logging on to the 
telephony server and having the telephone server activate in the PSTN on behalf of 
user A, the service "call forwarding" (claimed call diversion) and indicating as call 
forwarding number the unique telephone number of the telephony server, which can 
send the call to user A's computer (Tonnby, col. 5, lines 1-35). 

-The Applicant contends, in addressing claims 5, 7, 15, 19, and 20 that 
references of Bedingfield nor Elliott teach or suggest a telephone of a PSTN or any 
telephone associated with an Internet terminal setting a call diversion. The Examiner 
has already maintained that Tonnby teaches call diversion using a telephony server and 
the PSTN (interpreted collectively as the claimed telephone communication network). 
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Conclusion 

24. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony Sol whose telephone number is (571) 272- 
5949. The examiner can normally be reached on M-F 7:30am - 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hassan Kizou can be reached on (571) 272-3088. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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